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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claims 5, 8, and 1 1 are rejected under 35 U.S.C. 112, second paragraph, as 

being indefinite for failing to particularly point out and distinctly claim the subject matter 

which applicant regards as the invention. 

Claims 8 and 1 1 recite the newly added limitation "if no necessity of emergency 
treatment is recognized". These claims recite a conditional limitation. There is no 
requirement within claims 8 and 1 1 that the limitation must occur. It is unclear to the 
examiner what happens if necessity of emergency treatment is recognized. Applicant is 
requested to clarify what happens in this scenario within these claims. 

Claim 5 recites the newly added limitation "if the user terminal determines that 
the biological information is defective". These claims recite a conditional limitation. 
There is no requirement within claim 5 that the limitation must occur. It is unclear to the 
examiner what happens if necessity of emergency treatment is recognized. Applicant is 
requested to clarify what happens in this scenario within these claims. 

Claim Rejections - 35 USC § 102 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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1. Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Jackson, (U.S. Pub. 2004/0078220). 

1 . As per claim 1 , Jackson discloses a medical diagnosis system comprising: 

at least one user terminal, operated by a user (Jackson, Figs. 2, 3a, 3b, 7; U 60- 
62) (disclosing medical devices that constitute the detecting and monitoring units of the 
user terminal being applied by the patient); 

center equipment located in a medical center for receiving and processing the 
medical information sent by the user from said user terminal, (Jackson, Fig. 7; H 40, 92) 
(disclosing a central server that can be located anywhere within the network, including a 
medical center); and 

at least one physician terminal for communicating with said center equipment to 
exchange the medical information, (Jackson, Fig. 7; U 40, 92, 100) (disclosing a 
physician terminal in the form of a hand-held computer for network communication); 
said user terminal including: 

a detecting biological unit for detecting biological information of a 
user in the form of electric signals, (Jackson, Figs. 2, 3a, 3b, 7; lj 60-62) 
(disclosing medical devices that constitute the detecting and monitoring 
units of the user terminal being applied by the patient), 

a monitoring unit for monitoring circumstances of detection, 
(Jackson, Figs. 2, 3a, 3b, 7; 60-62) (disclosing medical devices that 
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constitute the detecting and monitoring units of the user terminal being 
applied by the patient), 

a user terminal communication unit for sending the user's medical 
information including the detected biological information to said center 
equipment, and for receiving the medical information from the center 
equipment, (Jackson, Figs. 2, 3a, 3b, 7; 60-62) (disclosing medical 

devices that interface with a central network for the purpose of treatment and 

diagnosis using analog and digital signals); 

said center equipment including: 

a first data storage unit for storing medical treatment information 
about a plurality of users and information about a plurality of physicians, 
(Jackson, Fig. 7, U 64-67) (disclosing storage of an electronic medical 
record), 

a medical center communications unit for receiving said user's 
medical information sent from said user terminal equipment, (Jackson, 
70-72), 

a data-analyzing unit for analyzing said user's medical information 
received by said center communications unit and producing an analyzed 
result, (Jackson, ]| 70-77) (performing diagnosis and treatment based on 
medical information received is considered to be an analyzed result), 

a control unit for producing a diagnostic result corresponding to the 
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analyzed result of said user's medical information, (Jackson, 70-77) 
(performing diagnosis and treatment based on medical information received is 
considered to be an analyzed result), 

a second data storage-means unit for storing doctor's questions 
selectable according to the analyzed result, (Jackson, U 70-77) (prompting 
for feed back is equivalent to questioning since it performs an identical 
function in substantially the same way and produces substantially the 
same results), 

a data extracting unit for reading selected ones of the doctor's 
questions from said second data storage unit, and for selecting at least 
one physician among said plurality of physicians stored in said first data 
storage unit, (Jackson, Figs. 3A , 3BU 18, 19, 23, 30, 55-59, 70-81) 
(disclosing using patient responses to questions to determine whether a 
physician is required and selecting a physician), 

the medical center communications unit for communicating with 
said user terminal and/or said physician terminal to send said medical 
information including said diagnostic result and said selected ones of the 
doctor's questions, to receive answers from said user terminal to said 
selected ones of the doctor's questions, and to send an advice to the user 
to have a close examination along with a message of introduction of a 
suitable physician when the diagnostic result indicates a non-emergency 
abnormality condition, (Jackson, Figs. 3A, 3B; H 18, 19, 23, 30, 55-59, 70- 
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81) (disclosing using patient responses to questions to determine whether 
a physician is required, selecting a physician, performing treatment, and 
providing prescriptions); 
said physician terminal including: 

a physician communication unit for receiving said user's medical 
information sent from said center equipment, and also for sending said 
user's medical information of the physician side to said center equipment, 
(Jackson, Fig. 7; ^ 40, 92, 100) (disclosing a communication unit in the 
form of a hand-held computer for performing network functions, including 
sending and receiving). 
Furthermore, Claim 1 is replete with limitations that merely constitute the 
intended use of the system hardware. For example, claim 1 contains the limitation " a 
user terminal unit for sending the user's medical information". Any disclosure of a user 
terminal communication unit is capable of performing the limitations disclosed by the 
claim. Therefore, the intended use of the system has not been considered because it 
fails to further limit the system claim, (see MPEP 2106). For examination purposes 
only, citations have been provided that reference the claimed intended use of the 
claimed system. 


2. As per claim 2, Jackson discloses a diagnostic processing method comprising 
the steps of: 
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analyzing medical information of a user sent from a user terminal, (Jackson, Figs. 
3A, 3B; 18, 19, 23, 30, 55-59, 70-81) (disclosing using patient responses to questions 
to determine whether a physician is required, selecting a physician, performing 
diagnosis and treatment, and providing prescriptions); 

carrying on diagnosis of the user who had been determined as being abnormal 
but requiring no emergency treatment, by use of a diagnostic result based on said 
biological information in combination with received answers to a doctor's questions 
selected based on an analyzed result, the received answers to the doctor's questions 
also being sent by the user from the user terminal, (Jackson, Figs. 3A, 3B; 18, 19, 23, 
30, 55-59, 70-81) (disclosing using patient responses to questions to determine whether 
a physician is required, selecting a physician, performing diagnosis and treatment, and 
providing prescriptions); and 

sending an advice to the user to have a close examination along with a message 
of introduction of a suitable physician, (Jackson, Figs. 3A, 3B; 18, 19, 23, 30, 55-59, 
70-81) (disclosing using patient responses to questions to determine whether a 
physician is required, selecting a physician, performing diagnosis and treatment, and 
providing prescriptions). 

3. As per claim 3, Jackson discloses a diagnostic processing method further 
comprising the steps of: 

analyzing the user's medical information sent from the user terminal to determine 
the health condition of the user categorized into three cases, (a) not particular, (b) 
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abnormal but no need to emergency care, and (c) abnormal and need to emergency 
care, (Jackson, Figs. 3A, 3B; U 18, 19, 23, 30, 55-59, 70-81); 

sending a determined result to the user in case of the category (a), and sending 
the doctor's questions determined based on said analyzed results to the user to request 
answers to said doctor's questions in case of the category (b), and sending a request for 
medical treatment to a suitable physician selected based on said analyzed result in 
case of the category (c), (Jackson, Figs. 3A, 3B; j| 18, 19, 23, 30, 55-59, 70-81) 
(disclosing prompting the patient and /or medical device for more information and based 
on information provided, either providing information, asking for more information, and 
requesting medical treatment); 

wherein, in case of the category (b), said method further including the steps of 
analyzing the received answers to said doctor's questions to determine a health 
condition of the user categorized into three cases, (a) not particular, (b) abnormal but no 
need for emergency care, and (c) abnormal and need for emergency care; and sending 
the determined result along with health advice to the user in case of the category (a), 
and sending a request for medical treatment to a suitable physician selected based on 
said determination in case of said category (c), (Jackson, Figs. 3A, 3B; 18, 19, 23, 30, 
55-59, 70-81) (disclosing prompting the patient and /or medical device for more 
information and based on information provided, either providing information, asking for 
more information, and requesting medical treatment). 

Furthermore, Claim 3 is replete with limitations that merely suggest or make 
optional use of the system hardware. For example, claim 1 contains the limitation 


Application/Control Number: 09/982,010 Page 9 

Art Unit: 3626 

"wherein, in case of the category (b), said method further including the steps of 
analyzing the received answers to said doctor's questions to determine a health 
condition of the user categorized into three cases". Language that suggests or makes 
optional but does not require steps to be performed or does not limit a claim to a 
particular structure does not limit the scope of a claim or claim limitation, (see MPEP 
21 06, 21 1 1 .04). For examination purposes only, citations have been provided that 
reference the claimed intended use of the claimed system. 

4. As per claim 4, Jackson discloses a medical diagnosis system wherein the 
monitoring unit of the user terminal allows the user to observe the detected information, 
(Jackson, U 60-62) (disclosing monitoring unit thermometer or sphygmomanometer that 
would allow the user to observe detected information). 

Furthermore, Claim 4 is replete with limitations that merely suggest or make 
optional use of the system hardware. For example, claim 1 contains the limitation 
"wherein the monitoring unit of the user terminal allows the user to observe the 
detected information". Language that suggests or makes optional but does not require 
steps to be performed or does not limit a claim to a particular structure does not limit the 
scope of a claim or claim limitation, (see MPEP 2106, 2111.04). For examination 
purposes only, citations have been provided that reference the claimed intended use of 
the claimed system. 
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5. As per claim 5, Jackson discloses a medical diagnosis system wherein if the user 
terminal determines that the biological information is defective, the user terminal gives a 
signal to the detecting biological unit to repeat the detection of the biological information 
until complete biological data are obtained, (Jackson, Figs. 3A b , 3B; U 76, 77) 
(disclosing that if treatment, including the collection of biological information, is not 
complete, then the network, including the user terminal, will prompt the medical device 
to repeat the detection of the biological information until complete biological data are 
obtained, i.e. treatment completed). 

Furthermore, Claim 5 is replete with limitations that merely suggest or make 
optional use of the system hardware. For example, claim 1 contains the limitation 
"wherein if the user terminal determines that the biological information is defective". 
Language that suggests or makes optional but does not require steps to be performed 
or does not limit a claim to a particular structure does not limit the scope of a 
claim or claim limitation, (see MPEP2106, 2111.04). For examination purposes only, 
citations have been provided that reference the claimed intended use of the claimed 
system. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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6. Claims 6-11 are rejected under 35 U.S.C. 103(a) as being anticipated by 
Jackson, (U.S. Pub. 2004/0078220) in view of Bayne, (U.S. Pub. 2005/0060198). 

6. As per claim 6, Jackson fails to expressly disclose a medical diagnosis system, 
the user terminal further comprising an input/output unit constructed so that the user's 
medical information including the biological information can be written therein. 
However, such a system is well-known in the art as disclosed by Bayne, (Bayne, U 24- 
29, 40, 41) (disclosing a user terminal and a clinician device with a digitizing pen that 
would allow the user's medical information including the biological information to be 
written in). 

It would be obvious to one of ordinary skill in the art to incorporate the digitizing 
pen from the clinician unit into the user terminal. The motivation would be to pre-equip 
the patient's home with equipment to allow physicians to make house calls without 
carrying burdensome equipment, (Bayne, |f 28). 


7. As per claim 7, Jackson fails to expressly disclose a medical diagnosis system, 
the user terminal further comprising an input/output unit constructed so that the user is 
able to input written answers to the selected ones of the doctor's questions. However, 
such a system is well-known in the art as disclosed by Bayne, (Bayne, Fig. 4, 5; j[ 24- 
29, 40, 41, 69-84) (disclosing inputting answers to the selected ones of the doctor's 
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questions, a user terminal and a clinician device with a digitizing pen that would allow 
the user's medical information including the answers to the selected ones of the doctor's 
questions to be written in). 

It would be obvious to one of ordinary skill in the art to incorporate the digitizing 
pen from the clinician unit into the user terminal to allow the patient to write in answers 
to triage questions. The motivation would be to pre-equip the patients home with 
equipment to allow physicians to make house calls without carrying burdensome 
equipment, (Bayne, 28). 

8. As per claim 8, Jackson fails to expressly disclose a medical diagnosis system, 
wherein the center equipment is adapted to terminate a diagnostic process, if no 
necessity of emergency treatment is recognized, and the sending of the selected ones 
of the doctor's questions has been confirmed. However, such a system is well-known in 
the art as disclosed by Bayne, (Bayne, Abstract, Fig. 4, 5; 68-98) (disclosing the 
termination of diagnostic processing of triage questions if no emergency is found) 
(sending of the selected ones of the doctor's questions is confirmed by the request more 
information function that reiterates the triage protocol until a response is received). 

Furthermore, the claim limitation "wherein the center equipment is adapted to 
terminate a diagnostic process" merely constitutes the intended use of the system 
hardware, and is only claimed in such terms as to suggest or makes optional the 
claimed limitation. In Bayne, the disclosed system is capable of terminating a 
diagnostic process and sending selected one's of the doctor's questions as disclosed by 
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the claim, (Bayne, Abstract, Fig. 4, 5; |j 68-98). Therefore, the intended use of the 
system has not been considered because it fails to further limit the system claim, (see 
MPEP 2106, 2111.04). For examination purposes only, citations have been provided 
that reference the claimed intended use of the claimed system. 


9. As per claim 9, Jackson fails to expressly disclose a diagnostic processing 
method, further comprising the step of enabling the user to enter the user's medical 
information including the biological information in written form. However, such a system 
is well-known in the art as disclosed by Bayne, (Bayne, Fig. 4, 5; ^ 24-29, 40, 41, 69-84) 
(disclosing inputting answers to the selected ones of the doctor's questions, a user 
terminal and a clinician device with a digitizing pen that would allow the user's medical 
information, including the biological information, to be written in). 

It would be obvious to one of ordinary skill in the art to incorporate the digitizing 
pen from the clinician unit into the user terminal to allow the user to write in the user's 
medical information including the biological information. The motivation would be to 
pre-equip the patient's home with equipment to allow physicians to make house calls 
without carrying burdensome equipment, (Bayne, 28). 

10. As per claim 10, Jackson fails to expressly disclose a diagnostic processing 
method, further comprising the step of enabling the user to enter answers to the 
selected ones of the doctor's questions in written form. However, such a system is well- 
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known in the art as disclosed by Bayne, (Bayne, Fig. 4, 5; U 24-29, 40, 41 , 69-84) 
(disclosing inputting answers to the selected ones of the doctor's questions, a user 
terminal and a clinician device with a digitizing pen that would allow the user's medical 
information including the answers to the selected ones of the doctor's questions to be 
written in). 

It would be obvious to one of ordinary skill in the art to incorporate the digitizing 
pen from the clinician unit into the user terminal to allow the patient to write in answers 
to triage questions. The motivation would be to pre-equip the patient's home with 
equipment to allow physicians to make house calls without carrying burdensome 
equipment, (Bayne, 28). 

11. As per claim 1 1 , Jackson fails to expressly disclose a diagnostic processing 
method, further comprising the step of terminating the diagnostic processing if no 
necessity of emergency treatment is recognized and sending of the doctor's questions 
has been confirmed. However, such a system is well-known in the art as disclosed by 
Bayne, (Bayne, Abstract, Fig. 4, 5; J[ 68-98) (disclosing the termination of diagnostic 
processing of triage questions if no emergency is found) (sending of the selected ones 
of the doctor's questions is confirmed by the request more information function that 
reiterates the triage protocol until a response is received). 


Response to Arguments 
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Applicant's arguments filed January 9, 2006 have been fully considered but they 
are not persuasive for the reasons listed above in the rejection of amended claims 1-11, 
and those reasons further discussed below. 

Applicant argues on page 12, 1st % that "Jackson provides no hint of a data 
extracting unit for reading selected ones of the doctor's questions from said second data 
storage unit". However, Jackson clearly discloses a series of triage questions sent to 
the patient and an associated treatment tree wherein new questions are selected from 
storage on a database and presented to the patient. (Jackson, Fig. 7, U 72-74). This 
system is considered to be equivalent to a data extracting unit since it performs an 
identical function in substantially the same way, i.e, asking treatment questions, and 
produces substantially the same results, i.e. a diagnosis. 

Applicant further argues on page 12, 2 that "Jackson provides no hint of send 
an advice to the user to have a close examination along with a message of introduction 
of a suitable physician when the diagnostic result indicates a non-emergency 
abnormality condition". However, Jackson clearly discloses that if there is no 
emergency, the system will schedule an appointment with the patient's primary health 
provider or another provider selected from a backup list by the patient, (Jackson, 74). 
This is considered to be equivalent to send an advice to the user to have a close 
examination along with a message of introduction of a suitable physician since it 
performs an identical function in substantially the same way, i.e, asking treatment 
questions and recommending treatment, and produces substantially the same results, 
i.e. a non-emergency diagnosis and appointment for treatment by a suitable physician. 
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Furthermore, the claim limitations argued by applicant merely constitute the 
intended use of the data extracting unit and medical center communications unit. In 
Jackson, the disclosed system is capable of performing the functions as disclosed by 
the claim, (Jackson, Figs. 3A, 3B; H 18, 19, 23, 30, 55-59, 70-81). Therefore, the 
intended use of the system has not been considered because it fails to further limit the 
system claim, (see MPEP 2106). For examination purposes only, citations have been 
provided that reference the claimed intended use of the claimed system, (see rejection 
of claim 1 and above). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure is as provided in the Tallman et al., Medical Network Management 
System and Process, (U.S. 5,471,382), issued on November 28, 1995; lliff, 
Computerized Medical Advice System and Method Including Meta Function, (U.S. 
5,711,297), issued on January 27, 1998; Kieval et al., Implantable Medical Device for 
Tracking Patient Cardiac Status, (U.S. 6,190,324), issued February 20, 2001; lliff, 
Computerized Medical Diagnostic and Treatment Advice System Including Network 
Access, (Pub. No.: 2001/0029322), published on October 1 1 , 2001; Victor, Method for 
Delivering Healthcare Services, (Pub. No.: 2002/0042724), published on April 11, 2002; 
Glodenberg, Virtual Doctor Interactive Cybernet System, (Pub. No.: 2002/006582), 
published on May 30, 2002; Riff et al., Medical Device Systems Implemented Network 
Scheme For Remote Patient Management, (Pub. No.: 2002/0082480), published on 
June 27, 2002; Argenbright et al., Patient Diagnosis Using Triage Protocols That Have 
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Customized Messages at Exit Points, (Pub. No.: 2003/0208377) , published on 
November 6, 2003; lliff, Authoring Language Translator, (U.S. 6,748,353), issued on 
June 8, 2004; Pestonik et al., Systems and Methods For Manipulating Medical Data Via 
a Decision Support System, (Pub. No.: 2004/0260666), published on December 23, 
2004; Riff et al., Medical Device Systems Implemented Network Scheme for Remote 
Patient Management, (Pub. No.: 2005/0021370), published on January 27, 2005; 
Zayas, Jr., System and Method for Conducting a Physician-Patient Consultation, (U.S. 
6,850,889), issued on February 1, 2005. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Russell S. Glass whose telephone number is 571-272- 
3132. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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